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TsHORTeL STATUTORV PER,0D for REPLV ,S set to expire 3 MONTH,S, FROM 
THE MAILING DATE OF THIS COMMUNICATION.^^^^^^ ^^^^^^^ ^^^^^^^ a reply be timely filed 

earnedVatent term adjustment. See 37 CFR 1.704(b). 

Status 

1 M Responsive to communication(s) filed on 10Janum2QQ3 . 

' . . ciMAi 2b)n This action is non-final. 

2a)|g| This action is FINAL. )^ prosecution as to the merits is 

Disposition of Claims 

Claim(s) ^-^'^ i7-^^ ^nd 34-62 is/are pending in the application. 

^^4tofthe^^^^ 
5)D Claim(s) is/are allowed. 

sM ri liiiK ) tr 1 5 ^'^-^^ ^^^^ '^/^^^ ^^j"^^"'" 

7An Claim(s) is/are objected to. 

as oils, TSka^ are subie. .0 res«o„ an* elecUon ,e,u,..en.. 

Application Papers 

q^n The specification is objected to by the Examiner. 
9)U The speciTi J ^^.^^^^^ 

10^n The drawing(s) filed on is/are. a;L_i k 

1 1 )□ The proposed drawing corrects filed on is. a)U apP'°»'' 

I, approved. correCed drawings are required in reply to this Office a«lon. 
12)D The oath or declaration Is objected to by the Examiner. 
Priority under 35 U.S.C.§§ 119 and 120 « ,, c r s 119ral-(d)or (f). 

«)□ Acknowledgment Is made of a claim for foreign priohty under 35 U.S.C. § 119(a) (d) ( ) 

a)D All bO Some- c)Q None of; 

in CertifledcopiesofthepTioritydocumentshayebeenreceived. 

2 0 Ce«ed c^les of the priodty documents have been receded In Appl«a.,on 

3 a copies Of ^e certified copies of the <;'^-^y^'^^ZX2^ 
.See.a:«ror=',»^^^^^^^ 

-:;rrs:i:nr=^^^ 

15)0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 

Attachment(s) Interview Summary (PTO-41 3) Paper No(s) • 

dH Notice of References Cited (PTO-892) r-i Notice of Infomial Patent Application (PTO-1 52) 

2) S Notice of Draftsperson's Patent Drawing ^^^'^^ ^P™"^; . g) □ Other: 

3 □ infomiation Disclosure Statement(s) (PTO-1449) Paper No(s) • 6) l_J 
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DETAILED ACTION 
The —en. and response filed on 1-10-03 are acknowledged. Clatas 10-12. 14-15, 

have been added. Claims 1-15, 17-32 and 34-62 are pending. 

Thrs apphcation contains claims 1-9 and 39-45 drawn .o an invention none.ec.ed 
„,e.einPape.No.l4.Acomple.er^ly.o.hefinaUejec.ionn,us.ino.„decance«a.ionof 

„„ne,ec.ed claims or Cher appropriate ac.ion (37 CFR U44) See MPEP S 821.01. 

Claims 10-15, 17-22, 25-32, 34-38 and 46-62 are currently under examinatton. 

Claim Objections Withdrawn 

The objection to claims 1 0 and 25 for being dependent on non-elected claims .s 
withdrawn in light of the amendment thereto. 

Claim Rejections Withdrawn 
The rejection of claims 10, 16 and 25-38 under 35 U.S.C. 1.2, second paragraph, as bciag 

render^ vag„eandindefmi.ehytheuseof*etem,..capaWeotiswithdrawninlightofd.e 

amendment ftereto and die cancellation of claims 16 and 33. 

T.erejeetionofclaimlOunder35U.S.C.112.secondpara^h,ashetagr.de^va^e 

.ainde,h.tehythe„seoftheterm.,en^sasi^amplification.iswithdrawn«gh.ofthe 
amendment thereto. 

Ther^ectionofc.ah„.2under35U.S.C.112,s^ndpara^h.asheingr.deredvague 
..indefinitehymeuseofmctenn-leadsto-iswithdrawninhghtoffteamendmentthereto. 
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reject of datas .4 ^ 27 u^ier 35 U.S.C. . 12, second paragraph, as beingrend^d 
™g„.»d«efi„i.by*euseof*ete..»whoseac«vi.yisr.s.ored".wi«.draw„«gh.offl,e 

amendment thereto. 

The rejecto of din>s 15 ar,d 32 urrder 35 U.S.C. 1 12, secorui para^h, asbeing 
vag>,e and hrdeftutebymeuseoftap^perMarta^ language is wifl>draw„mU^.oftt.e 

amendment thereto. 

The re^ectionof clatas 19 and 35 under 35 U.S.C. 1 12, second paraph, asbeing rendered 
vaguea„dindeflni.ebyfl.e^of,hephrase..i^a,ing,nolecu.eco™sponds.o«resyn«,esisof 

cGMP" is wittdrawn in hght of the amendment thereto. 

T^erejectionof claims 18»d34under35U.S.C.112.sec„ndparagraph, as being 

rendered vague andmdefi^tebytheuseofthephrase-si^hngmoleculecorrespondstothe 

synthesis of CAMP" is withdraw in Ught of the amendment thereto. 

T^er^ectionofclanns 20 and36„nder35U.S.C.112, second paragraph, for reciting 

improper Markushlan^ge is withdrawn inli^tofthe amendment thereto. 

Tie rejection of claims 20 and 36 under 35 U.S.C. 1 12, second paragraph, as being 
rendered vague andindeftnitebytheuseofthephrases-suchas-and-ofthetypcofis withdrawn 

in light of the amendment thereto. 

tterejectionof claims 20 and 36under35U.S.C.112,secondpara^aph, as being 

re„der^vaguea„dindef,nitebyaeuseofthetenn",he,^or.ergeneexpressi„nis selected ftom 
the group consisting of..." is withdrawn in light of the amendment thereto. 
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T,e ^iec^on of Cain. .1 and 37 under 35 U.S.C. U2, s^ond paragraph, as being 
^eredva.eand.de«ni.e.ydre.eof.e.e™,.W».n.o.ecn,e.iswi«,drawn«^.of.e 

amendment thereto. 

The rejection of elai^s 22 and 38 are rend««i vague and indeiinire by me use of dre phrase 
......o«s„^.orin»ybacte,ialdeficren,in.dosenonsadeny,a.ecyc.ase„ranyo*er 

e^aryotio cell" is withdrawn in light of the amendment thereto. 

T.ere3echonofc,aim25 under 35U.S.C.U2.secondpara^aph,asbeinsrenderedva^e 

3„<.indefinitebyd,euseofthetenn.,eneratins^amphfica.on..iswi,hdrawninh^tofd.e 

amendment thereto. 

Xh.rcjecU„nofc,ann33under35U.S.C.n2,secondpara^aph,asbeinsre„deredvague 
.dindefini.ebyd,euseof.erm.tavingstimulatingorinMh..oryatMtySswid,drawn. 

Cancelladon of said ctaim has rendered the rejection moot. 

Ctoi» ReJeOions Mainminei an4 Ne. Ground ofR^edoni 

Claim Bejeclions ■ 35 USC S 10^ 
The following isa,uo.ationof.heappropriateparagraphsof35U.S.C.102thatfom,.he 

basis for the rejections under this section made in this OfBce action: 

aatms 10-15, .7-22, 25-32, 34-3S and 4.-62 a. rejected under 35 U.S.C. 102(h) as 
ipated by or, in tire alterative, under 35 U.S.C. .03(a, as obvious over Fields et al. (U.S. 



anticii 
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Paten. 5.468.6.4) essentially for the r^ns se, for* in the reiection of clatas 10-17, 20-22. 25- 
33 and 36-38 in the previous Office action. 
Applicant argues: 

1 . Fields et al. does not recite the use of an enzyme. 

Applicant's arguments have been Mly consider^ and deemed non-persuasive. 

Thetastantc,aimsaredrawntomed>odsofselectmgamol«.uleoti„te.stfl,atcanbir,d.oa 

^etUs.d(oridenti.y.gas„bst.cethatnrodulatessaidhindins,utihztass,^alamp.ificatio^ 
systen,con,pristasahacterialn,uW-hyhridsystemu*it,genzymc4.gmentsand/orenzyme 

modulators to det^t p«teir. int^actions. T.e instant claims are also drawn to met.^^ 

wherein said selection is done in abacterium. 

AS outlined in the previous Offrce action, a close reading of Fields e. al. (column 7. line 
50 to colum. 8. l,ne 22) discloses a med,od that can he applied to "any detectable amotion 
^uirings,arabledomainsofana.ninoacids«,ue„cewhichcanhereco„stiti«ed.Saidme,h^ 
detec.sthe..eractionbetweenatirsttestprote..dasec„ndtestp,.tei,.Uedetectable«arctionis 

p.vid«.byanaminoacidse<,„»cewhrchi.,udesatirstdomainandaseconddomainwhichare 
eapahleofp— adetectah,e^ction(^e.tivi.yforexample)whentheyareinsuffic,ent 
pr„.imityt„eacho.herin^ehos.cell(seecolmnn7.1h>es5«,,Aspoi„ted„utbyAppUca„.inb.s 
respo„se.Fieldseta, disclose, ■■themethodofthepresentmventioncanheappliedmoregeneraay 

.^ydetect^iefimction^uiringseparabledomainsofanaminoacidse,^,^ 
^nstit„.ed^™swou,dtaludeen.^=activi,y.Mor»ver,itshouldbenotedftM*especi^^ 

emh«limentswie,re^to.hespecific,^,.nen,suti,iz«l^*eh,*tidsyst™ 

constitute obvious variants of the disclosed system. 
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Double Patenting 

Thenon— doublepatentingreJecti.n.^^^^^^^^^ 
grounded inpublicpolicyCapoUcyrefl^^^^^^^ 

^proper timewise extension of the n^t o ^^J^an UF^d 1046, 29 USPQ2d 2010 (Feci 
harassment by multiple /"/fjs^^^^^ Cir. 1985); In re Van Ornum, 686 

Cir. 1993); In re Longi ]59 VM f^' f J^"^^^^^^^^ 438, 164 USPQ 619 (CCPA 

F.2d 937, 214 USPQ 761 (CCPA ''I'f'^^ (^CPA 1969). 

1 Q70Vand In re Thorington, 418 t -ZQ ^"-^ ^ , 32Uc) may be used to 

" A iU filed terminal disclaimer -^'^^ ground 
overcome an actual orprovisionalrej^x^n^^-^^^^^ 
provided the conflicting application or patent is snown 

application. See 37 CFR 1 . 130(b). a terminal 

Oi^iaiinTA— cSiti^bythe.^^^^^ 
CFR 3.73(b). 

Claims 10-15. .7-22, 25-32, 34-38 and 46-62 are provisionally reiected under the 
Judicially createddoctrineorohviousness-typedouhlepatentingasheingunpatentahle over 

cairns 10-23 and24-38 of copending Application No. 09/973013. Although the conflicting 
Claims arenotidenticaUheyarenotpatcntahlydistinctftomeachotherhecausebothsetsof 

Claims aredrawntome^odsofselecttasamoleculeofinterestUiatcanhindtoatargethgandCor 

identityingasi^stancethatmodulatessaldhindingJutih^gsi^al^Mcationsystemcompnsms 

ahacteHalmult,.hyhridsystem„tiUzi„g«t.ymefi.^e„.sand/o,enzymemodulatorstodetect 

pro.ein-proteininte«ctions.T.euistantclaimsarealsodrawntometh„dswhereinsaidsel.^^^ 

done in a bacterium. 

This is a p«! obviousness-type double patenting rejection because the conflicting 

claims have not in fact been patented. 
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Claim Rejections - 35 USC§112 
The following is a quotation ofthe second paragraph of 35 U.S.C. 112: 

subject matter which the applicant regards as his invention. 

Claims 10-15, 17-22, 25-32, 34-38 and 46-62 are rejected under 35 U.S.C. 112, second 
paragraph, asbeingindefmite for faU^g to particularlypoint out anddist^nctl^^ 

matter which applicant regards as the invention. 

ClaimslOand25arerende^va^eandindeMteby*euseof^ephrase"a^^^^ 
generatedby...''Wsi^?Howissa:dsi^.«.pM«l?Mor^ver,howcan^eampMa^ 
generatedby^ebtndingofmemoleculeofinte^and*etargethgand(step2)whensai^ 
amplified^step(3)7Additionany,^^regardtoclaim25howcanonedeta™h^ 

substancepartiany-ir^Mts-me-interaction''^ 

or nothing phenomenon? 

Clatas Wand 25 are r»dered vague and MeMe byte use of fteterm "capable of. 

Having .he capacity do somefl^g is no, analogous to .ha. "sometog" acmally being 

Wore,i.isimpossible.ode.ennine.hemetesandbounds„ffteclaimedtovention. 

ClaimslO. 13,17,21 and25.38a««ndered vague andindeMtebytouseoflhetenn 

••intention" What'^intei^on" other tonbindingisAppUcan..efeninglx>? 

Clatal7isrende«dvagueandWefim.ebytheuseofthephrase"de.ec,edbysignd 

an,pMca^on•^Itis«.l«.v*a.isn,eanbysaidt™.Mo,»ver,itisunc,earhowasig„alisg«»^ 

p,o,em:pn,.etabmding«lhowsaidsi^isconelat«.«,tes,a.edgoalofftemefcods.^^ 
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phenoWe-Gen^'tonothavephenotypes.selectableorotherwe. 

C,»„.22a„d38a.,«,d«dvague^Me«=byteuseofteph.^-perfcnne<i.a 

^^.s^^Sai.,»^isco„iU....App.can..fe^S.oa.pec.c...eHa.s»a^ 

general? 

group should be preceded by the article "or". 

CU.»s49.dS5r.ite«.e.— ■•co,o,n,a..e,"i««nel.Th.eisi„— 

..eceden.basisro.«s — .*ec,ai..T.ei..a„.cUtarefe..oa..ep.«wh. 
the antecedent claim recites genes. 

..eeeae..asisfo...«.aao„in«,ec,...Ueins.an.c>.»refe..oasenepro«w 
,ean.eceae„.c.a.n«ci.ess»es.Mo.eov«,*eantecede.c.ai«.ef..oph^^^ 

phages. 

Cato 59 is rendered vague and indefinite by d-e use of .he term 'l.ac.erial eeU". 
bacterial cell is not considered a "strain" of bacteria. 

Claim 60 is vague and indefinite since it is dependent on a canceled claim. 



Conclusion 



No claim is allowed. 
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AppHoanfs necessitated the new grou.d(s) of rejection presented in this 

Omee action. Accordin,y, THIS ACTION ,S MADE FmAL. See MPEP § 706.07(a). 
Applicant is retninded otd,e extension of titne policy as set forth ir, 37 CFR 1.136(a). 

A shortened statntory period tor reply to this final acUon is set to expire TTOEE 
MONTHS ttom the .ailing date ot this action, the event a first reply is filed within TWO 

the end of the THREE-MONTH shortened statutory period, then the shortened statutory penod 
will expire on U,e date the advisory action is mailed, atd auy extension fee pursuant to 37 
CFR 1.136(a) will be calculated ftotn the mailing date of the advisory acfion. h, no event. 

■ w ^u.r, QTV MONTHS from the date of this 
however, will the statutory period for reply exptre later than SIX MONTHS 

final action. 

Auy inquiry concerning this conmrunication or earlier conmrunications fion, the 
exanthter should be directed to Robert ^ Zeman whose telephone number is (703) 308-7991 . 
TT,e ex^iner can normally be reached on Monday- Thur^ay, 7am -5:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessfttl. the examiner's 
supcrvisor,Lynet.e SmiU^canbereachedon ,703)303-3909. The faxphonenumbersforthe 

organization wherethisappUcaUonorproceedins,sassi^edare(703)30S-4.« for re^lar 

. • J /^-7^'?^ -^OR 4242 for After Final communications, 
communications and (703) 308-4Z4Z lor /mi 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 



^^^^^ 



Robert A. Zeman 
April 2, 2003 



